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DETAILED ACTION 

Claim Objections 

1 . Claims 9 & 1 6 are objected to because of the following informalities: In claims 9 
& 16, the "either one of copper and iron" phrase is not proper. It is suggested to 
rephrase as "either one of copper or iron". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 8, 13, 14, & 15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In claims 8, 13, 14, & 15, "to generate a 
pulse-like discharge in" phrase is unclear to the examiner what this is referring to. The 
examiner interprets it as "to generate a pulse-like discharge in a working fluid". 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 8-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Mori N. 
(JP 07197275 A). 

6. Regarding claim 8, Mori discloses a resistance welding electrode comprising 
(Paragraph 1 ): a first layer of a metal-carbide film that is formed by carbonizing of an 
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electrode material on a surface of the resistance welding electrode by applying a 
voltage between a powder molding obtained by heating the powder molding in a 
working fluid and the resistance welding electrode, to generate a pulse-like discharge in 
a working fluid (Paragraph 1 1 ); and a second layer obtained by forming a film consisting 
of mainly iron on the first layer (Paragraphs 8 & 32). 

7. Regarding claims 9 & 1 0, Mori discloses wherein the resistance welding 
electrode consists mainly of copper (Paragraph 14); and wherein the second layer is 
formed on the first layer by chemical vapor deposition (Paragraph 8) or a method of 
generating the pulse-like discharge by applying the voltage between a powder molding 
obtained by molding a metal-based powder and the resistance welding electrode in the 
working fluid (Paragraph 11). 

8. Claims 11 & 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Mori 
N. (JP 07197275 A). 

9. Regarding claim 1 1 , Mori discloses a method of manufacturing a resistance 
welding electrode, the method comprising: forming a first film of metal carbide that is 
formed by carbonizing of an electrode material on a surface of the resistance welding 
electrode (Paragraph 1), the forming including disposing the resistance welding 
electrode in a working fluid (Paragraph 11); applying a predetermined voltage between 
the resistance welding electrode and the powder molding, to generate a pulse-like 
discharge (Paragraph 26); and forming a second film consisting mainly iron on the first 
film (Paragraphs 8 & 32). 
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10. Regarding claim 12, Mori discloses wherein the second film is formed on the first 
film by chemical vapor deposition (Paragraph 8) or a discharge surface treatment 
method of generating the pulse-like discharge by applying the voltage between a 
powder molding obtained by molding a metal-based powder and the resistance welding 
electrode in the working fluid (Paragraph 11). 

1 1 . Claim 13 is rejected under 35 U.S.C. 102(b) as being anticipated by Mori N. (JP 
07197275 A). 

12. Regarding claim 13, Mori discloses a resistance welding apparatus (See drawing 
#2) comprising: a resistance welding electrode including a first layer of a metal-carbide 
film that is formed by carbonizing of an electrode material on a surface of the resistance 
welding electrode by applying a voltage between a powder molding obtained by molding 
a powder consisting mainly of a metal powder that is likely to be carbonized (Paragraph 
1 1 ); a second layer obtained by forming a film consisting mainly iron on the first layer 
(Paragraphs 8 & 32); and a power supplying unit that supplies an electric power to the 
resistance welding electrode (See drawing 2). 

13. Claim 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Mori N. (JP 
07197275 A). 

14. Regarding claim 14, Mori discloses a part manufacturing line for performing a 
part welding (Paragraphs 20 & 21 ); the resistance welding apparatus includes a 
resistance welding electrode including a first layer of a metal-carbide film that is formed 
by carbonizing of an electrode material on a surface of the resistance welding electrode 
by applying a voltage between a powder molding obtained by heating the powder 
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molding in a working fluid and the resistance welding electrode, to generate a pulse-like 
discharge in a working fluid (Paragraph 1 1 ); and a second layer obtained by forming a 
film consisting mainly iron on the first layer (Paragraphs 8 & 32); and a power supplying 
unit that supplies an electric power to the resistance welding electrode (See drawing 2). 

15. Claims 15-17 are rejected under 35 U.S.C. 102(b) as being anticipated by Mori 
N. (JP 071 97275 A). 

16. Regarding claim 15, Mori discloses a machine part that is used under a high- 
temperature condition (See drawing 2) (Paragraph 3), the machine part comprising: a 
first layer of a metal-carbide film that is formed by carbonizing of an electrode material 
on a surface of a resistance welding electrode by applying a voltage between a powder 
molding obtained by heating the powder molding in a working fluid and the resistance 
welding electrode, to generate a pulse-like discharge in a working fluid (Paragraph 11); 
and a second layer obtained by forming a film consisting mainly iron on the first layer 
(Paragraphs 8 & 32); 

1 7. Regarding claims 1 6-1 7, Mori discloses wherein the resistance welding electrode 
consists mainly of copper (Paragraph 14); and wherein the second layer is formed on 
the first layer by chemical vapor deposition (Paragraph 8) or a method of generating the 
pulse-like discharge by applying the voltage between a powder molding obtained by 
molding a metal-based powder and the resistance welding electrode in the working fluid 
(Paragraph 11). 

18. Claims 1 8-1 9 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Mori 
N. (JP 071 97275 A). 
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19. Regarding claim 18, Mori discloses a method of manufacturing a machine part 
that is used under a high-temperature condition (See drawing 2) (Paragraph 3), the 
method comprising: forming a first film of metal carbide that is formed by carbonizing of 
an electrode material on a surface of a resistance welding electrode (Paragraph 1), the 
forming including disposing the resistance welding electrode in a working fluid 
(Paragraph 11); and applying a predetermined voltage between the resistance welding 
electrode and the powder molding, to generate a pulse-like discharge (Paragraph 26); 
and forming a second film consisting mainly iron on the first film (Paragraphs 8 & 32). 

20. Regarding claim 19, Mori discloses wherein the second film is formed on the first 
film by chemical vapor deposition (Paragraph 8) or a discharge surface treatment 
method of generating the pulse-like discharge by applying the voltage between a 
powder molding obtained by molding a metal-based powder and the resistance welding 
electrode in the working fluid (Paragraph 11). 

Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Anderson (US Pat No. 5,066,845) discloses resistance welding 
electrode coated with ceramic layer. Kuwabara et al. (US Pat No. 5,61 1 ,945) disclose 
resistance welding electrode. And Okita et al. (US Pat No. 5,552,573) disclose 
resistance welding process for aluminum and aluminum alloy materials). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KET DANG whose telephone number is (571)270-7827. 
The examiner can normally be reached on Monday - Friday, 7:30 - 5 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quang Thanh can be reached on (571)272-4982. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Quang D. Thanh/ 

Supervisory Patent Examiner, Art 

Unit 4118 

/K.D/ 

Examiner Art Unit 4118 



